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The Hindsight Problem
A core requirement for obtaining a patent is that the
invention was not obvious at the time it was invented.
Determining whether an invention was non-obvious in
the past, however, raises the risk of hindsight.
Once we know that the invention was achieved - and
even more prejudicially, how it was achieved – the
invention inevitably appears more obvious than it
actually was.

The Mandel Test
Yale Journal of Law and Technology, Vol. 9 [2007], Iss. 1, Art. 1

More than 100 randomly selected, US American mock jurors were
given a hypothetical fact scenario concerning an invention.
The scenario was based on facts surrounding an actual patent that
was challenged on non-obvious validity grounds in litigation and
was the subject of a reported decision.
The scenario was selected for an invention that would be easy for
mock jurors to comprehend and for an invention that presented an
apparently disputable question of non-obviousness.
The inventions, prior art, and facts were modified in part from the
actual case in order to meet these and other practical concerns.
Participants were instructed that they may combine prior art
references

The Mandel Test
Yale Journal of Law and Technology, Vol. 9 [2007], Iss. 1, Art. 1

All participants were asked three substantive questions:
(1) whether, in light of the prior art and information provided in
the scenario, a solution to the problem was obvious to a person
with ordinary skill in the relevant field (participants circled "yes" or
"no"),
(2) the confidence the respondent had in their answer to the nonobvious query (answered on a scale from 0% to 100%), and
(3) the likelihood that the inventor in the scenario would achieve
the invention (answered on a scale from 1- "not at all likely" to 7"extremely likely").
Participants were divided in foresight and hindsight groups

Key Results
Yale Journal of Law and Technology, Vol. 9 [2007], Iss. 1, Art. 1
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Are Judges Better Equipped Against Hindsight?
Prof. Mandel and other researchers say: NOT PER SE
“As discussed in the earlier patent hindsight article, judges are
expected to be equally prone to hindsight bias as jurors. (Lit)
First, a study of every patent validity decision issued over an eightyear period found no statistically significant difference between
the rate at which judges and juries held patents invalid for
obviousness, (Lit) a result indicating that judges suffer the same
hindsight bias as jurors. (Lit)
Second, a study of 167 federal magistrate judges found that
judicial judgments exhibited "hindsight bias to the same extent as
mock jurors and other laypersons. '' (Lit)
Other studies also have found that judges exhibit a hindsight bias
similar to laypersons. (Lit)”

What to Do?
Having raised the awareness of the hindsight bias problem…
…we will compare the general approaches to the determination of
obviousness in Germany and Japan, with a particular focus on how
the courts try to avoid hindsight
…and then turn to one German and one Japanese decision, which
deal with a specific problem in the determination of obviousness,
i.e. the choice of the starting point (“Pre-machined toothed
workpieces”, DE) and classic obviousness (“Rosuvastatin”, JP)

How to avoid hindsight
in the assessment of inventive step?

Dr Peter Meier-Beck
Presiding Judge, Bundesgerichtshof
Honorary Professor,
Heinrich Heine University Düsseldorf

Topics

The general problem of hindsight
Claim interpretation
The closest piece of prior art
What is inventive?
The case "pre-machined toothed workpieces"

How to avoid hindsight?

10

I. The general problem of hindsight
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The general problem of hindsight

„Im Auslegen seid frisch und munter! Legt ihr’s nicht aus, so legt was unter.“
Life and intellectual life in particular is ongoing interpretation. We interpret,
we construe, we categorize what we see, hear, smell and taste.
The boundaries between what we infer from sensory perception and what
we read into perception based on our previous understanding are blurred
and can be drawn precisely neither in practice nor epistemologically.
Hindsight is inevitable.
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The general problem of hindsight

We are unable to avoid taking a retrospective view, because we can only
retrospectively consider the situation ante inventionem (before the
invention).
However, we must strive to blend out the knowledge gained per et post
inventionem (by and after the invention) when we search for what became
obvious to the skilled person from the state of the art.
The result is necessarily incomplete and susceptible to errors.

How to avoid hindsight?
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II. Claim Interpretation
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Claim Interpretation

As regards the interpretation of a patent claim or a prior art document, we
must try not to base our reading of the text on a given understanding.
Examination of infringement of a patent claim, patentability of its subjectmatter, original disclosure, priority right, and other issues, has to be
preceded by interpretation of precisely that patent claim.
The questions what is disclosed in the patent in suit and what is disclosed in
the text being compared with the patent must be separated consequently.

How to avoid hindsight?
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Claim Interpretation

The exact meaning of the patent claim emerges when it is viewed in the
light of the specification as a whole and the drawings.
It is essential that any piece of prior art is also read in its own context.
Reducing the reading to elements or paragraphs which are or seem to be
similar or close to the invention is highly dangerous and seduces to
interpreting the text in accordance with an understanding which is
predetermined by the patent in suit, i.e. by hindsight.

How to avoid hindsight?
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III. The closest piece of prior art
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The closest piece of prior art

Starting the analysis by determining the closest piece of prior art is also
highly dangerous. We need to know the invention to determine what is the
closest piece of prior art.
Ante inventionem the skilled person does not necessarily know what is the
most promising springboard. Taking this springboard for granted is pure
hindsight.
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The closest piece of prior art

Defining the problem by determining the difference between the invention
and the closest piece of prior art is also hindsight. Sometimes it is plausible
that the skilled person would have tried to solve that problem, sometimes
the problem construed that way may be artificial.
It makes sense to ask the question whether the starting point was realistic
ante inventionem and whether it was plausible that a skilled person would
have tried to solve a problem which is the result of our hindsight-led
“problem construction” and not mentioned in a prior art document.

How to avoid hindsight?
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The closest piece of prior art

That is a bit like the could-would approach. It is not enough that a skilled
person could have done so, it is necessary that he or she really would have
looked for a solution of the construed problem.

How to avoid hindsight?
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IV. What is inventive?
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What is inventive?

We do not examine inventive step.
We examine obviousness.
The TSM test (teaching, suggestion, motivation) is essential.

How to avoid hindsight?
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First
I became a judge in 1979 and have engaged in civil litigation
for almost 40 years. I retired from the IP High Court of
Japan in May of this year. I have engaged mostly in IP
litigation since 1996, and I have taken charge of IP trial
experts and have studied inventive step for 17 years.
Today, based on my above experience, I would like to explain
the general idea of inventive step in Japanese IP litigations.

24

Basic procedure of determination of
inventive step (creative difficulty)
In Japan, with respect to inventive step of invention, Clause
2, Article 29 of Patent Act stipulates that “Where, prior to the
filing of the patent application, a person ordinarily skilled in
the art of the invention would have been able to easily make
the invention based on an invention prescribed in any of the
items of the preceding paragraph, a patent shall not be
granted for such an invention notwithstanding the preceding
paragraph”. Additionally, an “invention prescribed in any of
the items of the preceding paragraph” means a publiclyknown invention, publicly-worked invention and inventions
that were described in a distributed publication, etc.
25

Basic procedure of determination of
inventive step (creative difficulty)
Therefore, “not-easily conceivability” is more adaptable to the
wording of the Article above than “inventive step”, but the
word “inventive step” is more often used in actual practice, so
I will use the word “inventive step” in this presentation.

26

Basic procedure of determination of inventive step
Based on the above Article, the Japan Patent Office has
established examination standards and trial standards for the
inventive step of a patented invention. Japanese courts,
such as the IP High Court, are not bound by these standards,
but generally they examine the inventive step with respect to
these standards.
Based on my 17 years of experience in IP litigation, I will
introduce the basic procedures of determination of inventive
step (not-easily conceivability) by referring to the examination
standards, etc. of the Japan Patent Office.
27

Basic procedure of determination of inventive step
1. First, find a summary of the invention of the subject invention
(the present invention). This is normally as described on the
basis of the scope of claims.
2. Next, find a technical concept closely similar to the present
invention as a cited invention. In this finding, technical fields in
both inventions are required to be related, but reasoning of
selection is not necessary.
3. Compare the present invention and the cited invention and find
common features and differences.
28

Basic procedure of determination of inventive step
3. After comparing both inventions,
When there is no difference → There is no novelty in the
present invention.
When there is a difference → Is there another technical concept
that identifies the difference?
When there is no technical concept → The inventive step of the
present invention is affirmed.
When there is a technical concept → Determine whether or not it is
easy to conceive of the constitution of the present invention by
combining the cited invention and the technical concept above.

⇒

This process is said to be "a difference judgment"

29

Basic procedure of determination of inventive step
4. Difference judgment =
Whether the technical concept that identifies the constitution
relating to the difference falls under 1) engineering expedient,
common general knowledge and well-known art, or 2) known
art
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Basic procedure of determination of inventive step
1）engineering expedient, common general knowledge and
well-known art – Since these are technical, commonsense
or well-known technical matters for a person ordinarily
skilled in art, with respect to the application of these matters
to the cited invention, motivation is unnecessary in principle.
2） known art (also called “auxiliary cited invention”) - Since
“the technical concept that identifies the constitution relating
to the difference” is selected from a number of known art
and is applied to the cited inventions, motivation and tasks
for the selection and application are necessary.
31

Basic procedure of determination of inventive step
5. when there are factors inhibiting the combination of the
cited invention with the well-known art or known art
(auxiliary cited invention)
→As the constitution is not easy to conceive, inventive step
is affirmed.
6. when there is an effect or remarkable effect in the
combination invention that cannot be expected by a person
ordinarily skilled in art, though it is easy to combine wellknown art or known art with the cited invention
→ As the effect cannot be predicted or has remarkable
effect, the inventive step is affirmed.
32

In connection with the problem of combining
the cited invention and known art, I will introduce
the IP High Court Judgment made on March 8, 2011
(2010 (Gyo-Ke) 10273) (packing aluminum foil case)
of which I was in charge.
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The present invention is packing aluminum foil
(press through pack sheet) for printing display with ink in
which a resin varnish, excellent in infrared permeability, is
added, the technical problem of which is discovering a foreign
matter by a visual inspection apparatus using infrared light,
and is used for storing medicines.
In the trial decision, the Japan Patent Office found that a
person ordinarily skilled in art could have easily conceived of
an idea to replace the ink used for the PTP sheets
manufactured by a PTP packing machine equipped (cited
invention 1) with a visual inspection apparatus with the
coating material which a resin varnish publicly known is added
(cited invention 2, there is no reference regarding infrared
34
permeability).

Packing aluminum foil case
Decision – IP High Court found that motivation is required
when combining the cited invention and known art as follows.
“[t]here are an infinite number of arts relating to "coating" or
"ink" which are part of the public domain. In order to select,
from among these arts, a specific technical idea as an
invention, and then combine it with another invention to deny
the inventive step of the claimed invention, the existence of
suggestion or motivation for such combination should be
substantiated.
35

Packing aluminum foil case

However, the JPO decision did not show … the motivation. (If
the art is merely a commonly-used art for a person ordinarily
skilled in the art, the substantiation of the motivation is not
necessarily required, however, the element of Cited Invention
2 cannot be regarded as a commonly-used art and the
defendant has not raised any argument on this point.)”

36

～Thank you for listening.～
～
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The case "Pre-machined toothed workpieces"
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Patent in suit (EP 1 146 983)

Machine for machining of pre-machined
toothed workpieces, comprising:
a machine base (1),
a tool spindle (17)
for clamping a finishing tool (4)
which is rotatable about a first axis (16)
and
driven by a first motor (29),

How to avoid hindsight?
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Patent in suit (EP 1 146 983)

a carrier (7)
movable by means of a second motor
(36) into at least three positions,
with at least two workpieces spindles (6a,
6b)
• for clamping a workpiece (5, 8)
• which are positioned at a distance to one
another
• for rotating about two second axes (33a,
33b)
• with one third motor each (31a, 31b)
• which are connected to one rotary
encoder (32a , 32b) each;

How to avoid hindsight?
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Patent in suit (EP 1 146 983)

a carrier (7)
…
on which a trueing device (54) for trueing
the tool (4) is additionally mounted;
a trueing tool (57) can be made to true
the tool (4) in one of said three carrier
positions;

at least one centering probe (9a, 9b)
for measuring the gear tooth flanks of
one of the workpieces (8)
outside of a position of the carrier (7), in
which this workpiece (8) can be brought
into mesh with the finishing tool (4).

How to avoid hindsight?
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Prior Art

Prior Art Document 1
Brochure "Gear Centre
KX 3"
A1-3
Workpiece
Spindles
C2-3
Tool Spindles
X1
Loading Gantry
No Trueing Device

How to avoid hindsight?
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Prior Art

Prior Art Document 2
DE 28 14 676 C2
Machine for Honing
Toothed Workpieces
53
Workpiece
55
Tool Slide
56
Turret Head
57/1
Honing Tool is
machining
57/3
Honing Tool is
trued
61
Trueing Tool
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Prior Art

Prior Art Document 2
DE 28 14 676 C2
A possible "entirely
different working process"
is mentioned.
53
Honing Tool
55
Tool Slide
56
Turret Head
57/1-3 Workpieces
57/4
Trueing Tool

How to avoid hindsight?
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The Federal Patent Court's Decision

D1 discloses all features of claim 1, except a trueing device since tools of
cubic crystalline boron nitride (CBN tools) that do not require trueing are
used therein.
However, it has long been customary to true conventional grinding wheels
from time to time, i.e. to profile and calibrate them.
D2 shows a trueing device mounted on a carrier next to the workpieces.
Such a trueing device was an ideal addition to the gear toothing machine
known from D1 if the skilled person wanted to equip the latter with
conventional grinding wheels.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

There were no sufficient indications that the skilled person would have
been motivated to equip the "Gear Centre KX 3" (D1) with a trueing device.
No such indications are apparent from the "K. manufacturing program"
mentioned on the final page of D1.
This programme includes both machines with tools that can be trued and
machines with tools which cannot be trued.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

The skilled person had no reason to relate the detail "profile trueing devices
with an integrated measuring system for error compensation" found on the
final page in the section "options to external gear grinding machines" to the
"Gear Centre KX 3" presented in the brochure D1.
The reason is that the use of tools that do not require truing is a repeatedly
emphasized key element of the tool concept of the "Gear Centre KX 3", with
regard to which it is stated that it guarantees "maximum productivity owing
to the parallel performance of the 'roughing', 'finishing' and 'loading and
unloading' operations and the optional use of different manufacturing
processes with CBN tools that do not require trueing".

How to avoid hindsight?
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The Bundesgerichtshof's Decision

This does not rule out that it was suggested to the person skilled in the art
by D1 to examine the machine concept described therein, i.e. "to carry out
the roughing and finishing process as well as the workpiece exchange in
parallel to achieve the shortest possible cycle times" for its applicability to a
machine with tools requiring trueing, the calibration and profiling of which
requires a trueing device.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

However, that does not mean that the skilled person would have been
faced by D1 with the object of modifying the "Gear Centre KX 3" for
trueable tools. The expert opinions submitted by the claimant which are
supposed to prove that the person skilled in the art would have been able
to solve such a design object are therefore not expedient.
"KX 3" is a machine for using CBN tools, which is why the overall concept
and structure are also based on such a system. It cannot be assumed that
the skilled person's object is to adapt the constructive implementation of
the guiding "idea" in the "Gear Centre KX 3" to the requirements of a
machine configured for trueable tools.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

It is in any case not suggested to the person skilled in the art to arrange the
trueing device required for machines working with trueable tools on a
carrier that receives at least two workpiece spindles and is movable into at
least three positions.
In order to realize a gear toothing machine having a trueing device, it was
common to mesh the trueing tool with the tool to be trued in a different
manner than the workpieces to be machined. A large-volume trueing device
having the trueing tool was guided externally to the tool to be used for
machining, as is proven by various prior art documents.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

The consideration of the skilled person that the rotary table concept of D1
could also be expediently used for machines working with trueable tools
only led him to a carrier on which two (or four) workpiece spindles were
mounted, so that in one position a workpiece could be machined and in the
other position a workpiece could be removed and a new one inserted and
measured using a centring probe.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

For an integration of the trueing device into this concept, a further
suggestion was required which must not be replaced by the logic of the
finished invention (cf. Bundesgerichtshof, 30 April 2009 – Xa ZR 92/05,
182 BGHZ 1 par. 20 – Betrieb einer Sicherheitseinrichtung).
Such a suggestion has not been shown and is in particular not apparent
from D2.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

The "entirely different working process" which can also be derived from
Fig. 8 of D2 is only a theoretical consideration of a possible "exchange of
places" between workpieces and tools which is not associated with a
shortening of the cycle time … In order to be considered by the skilled
person in the constructive implementation of the "rotary table principle"
suggested by D1, the skilled person would first of all have had to consider
the integration of the trueing device in the carrier at all.

How to avoid hindsight?
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The Bundesgerichtshof's Decision

It can be assumed neither that the person skilled in the art would have
considered reference D2, which was twenty years old, as a possible starting
point for considerations regarding the construction of a faster and more
efficient machine for machining pre-machined toothed workpieces.
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The Bundesgerichtshof's Decision

According to the established case law of this court, the choice of starting
point requires a justification which is not provided by the fact alone that a
certain citation proves ex post to be the “closest piece of prior art” (cf.
Bundesgerichtshof, 16 December 2008 – X ZR 89/07, 179 BGHZ 168 –
Olanzapin, et al.).
In particular, it cannot automatically be assumed that a person skilled in a
technical field in which a large number of current structural solutions exist
will fall back on a significantly older state of the art whilst ignoring those.

How to avoid hindsight?
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Thank you very much for your kind attention!
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First

In a Japanese appeal trial, a trial judgment is ordinarily made by
a panel of three judges. However, in litigation relating to patent
rights and in litigation rescinding the trial decision, it is legally
possible to conduct the trial and litigation with a panel of five
judges (Article 269-2 of the Code of Civil Procedure, Article 1822 of the Patent Act).
According to these provisions, in the IP High Court in Japan, a
panel of five judges, including four presiding judges, sometimes
conducts the trial and litigation for the purpose of unifying the
views on important issues in patent litigation. This judgment is
called "Grand panel cases."
58

First
The Grand panel case that I will introduce today was decided on
April 13, 2018, and is the first case that the IP High Court in
Japan decided regarding inventive step of invention (2016 (GyoKe) 10182, the IP High Court Judgment in April 13, 2018,
“Pyrimidine Derivatives Case”).
The pharmacological effect of the patented invention in this case,
“Pyrimidine Derivatives”, is inhibiting the action of HMG-CoA
reductase and the biosynthesis of cholesterol, thereby lowering
the cholesterol level in the blood.
59

The present invention
A compound represented by the above formula or a compound that
is the corresponding ring-closed lactone body.
(where R1 is a lower alkyl; R2 is a phenyl substituted with halogen;
R3 is a lower alkyl; R4 is hydrogen or a calcium ion forming
hemicalcium salt; X is an imino group substituted with a alkylsulfonyl
group; the dashed line represents the presence or absence of a
double bond)
60

Comment
This judgment, as shown on the next page, states the
general procedure for determination of an inventive step.
This procedure, as already introduced, is (i) finding the
present invention and the cited invention, (ii) finding
common features and differences by comparing both
inventions, and (iii) judging the presence or absence of the
inventive step on the basis of the state of the art as of the
filing, from the perspective of a person ordinarily skilled in
the art of inventions.
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Comment
Additionally, this judgment states that the primarily cited
invention which is to be compared with the present
invention is usually selected from the inventions that are
relevant to the present invention in their technical field and
falling within a range where a person ordinarily skilled in the
art in the technical field targets for consideration.
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Decision

“The inventive step requirement is established by finding an
invention according to patent application ("the present
invention") on the basis of the scope of claims, comparing the
invention with a certain invention provided in each item of
Article 29, paragraph (1) of the Patent Act, finding a common
feature and a difference, and if there is a difference,
determining whether a person ordinarily skilled in the art could
easily conceive of the present invention corresponding to the
difference on the basis of the state of the art as of the filing (or
priority) date.
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Decision

In the determination of such inventive step, a certain invention
provided in each item of Article 29, paragraph (1) of the
Patent Act to be compared with the present invention ("the
primarily cited invention," and referred to as "cited invention"
together with the following "auxiliary cited invention") is
usually selected from the inventions that are relevant to the
present invention in their technical field and falling within a
range where a person ordinarily skilled in the art in the
technical field targets for consideration.”
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Decision

“[i]n the case of determining whether the present invention is
easily conceivable by applying the auxiliary cited invention to
a primarily cited invention, it is determined by: (i)
Comprehensively considering the suggestions in a primarily
cited invention or an auxiliary cited invention, the relevance in
technical field, and the commonality in problem, effect, and
function, a determination is made as to whether there is a
motivation to apply the auxiliary cited invention to the
primarily cited invention and arrive at the present invention,
and (ii) Considering the presence or the absence of factors
inhibiting the application as well as the presence or the
absence of unexpected significant effects in combination.”
65

Comment
Following the general procedure of the inventive step, this
judgment clarified the burden of pleading and proof of
above (i) and (ii), as shown on the next page.
In other words, this judgment states that (i) the burden of
pleading and proof as to “whether there is a motivation to
apply the auxiliary cited invention to the primarily cited
invention” lies with the person who argues for the
invalidation of patent (or the Commissioner of the Patent
Office) and (ii) the burden of pleading and proof as to “the
presence or the absence of factors inhibiting the application
as well as the presence or the absence of unexpected
significant effects in combination” lies with a patentee (or
66
patent applicant).

Decision

“In a suit for the rescission against a trial decision of trial for
invalidation of a patent, it is a person who argues invalidation of
patent (in a suit for the rescission against a trial decision of
appeals against an examiner's decision of refusal and a suit for
the rescission of the decision of revoke according to the
opposition to a granted patent, it is the commissioner of the
Japan Patent Office) for the above (i); and a patentee (in a suit
for the rescission against a trial decision of appeals against an
examiner's decision of refusal, it is a patent applicant) for the
above (ii) that is required to argue and establish the facts that
underlie the existence of these factors.”
67

Comment
The biggest issue concerning the inventive step of this
judgment is how to find cited inventions.
Regarding the finding of cited inventions from a general
distributed publication, the judgment states as follows: This
judgment states that where a compound is described in the
form of a general formula in the publication and the general
formula has an enormous number of alternatives, this
compound is not qualified for a cited invention in the
absence of circumstances where the specific technical
concept according to the specific alternative should be
positively or preferentially selected.
68

Decision

“[i]f a cited invention is the "invention described in a
publication" and a compound is described in the form of a
general formula in the publication and the general formula has
an enormous number of alternatives, a specific technical
concept according to a specific alternative cannot be
extracted in the absence of circumstances where the specific
technical concept according to the specific alternative should
be positively or preferentially selected, and such invention is
not qualified for a cited invention.”
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Comment
This judgment applied this general view on the finding of cited
inventions to this case. Regarding the publications disclosing
the constitution relating to the differences, the judgment states
as shown on the next page .
This judgment states that one of more than 20 million
technical ideas of constitution of the group at the 2-position of
the pyrimidine ring into "-N(CH3)(SO2R')" cannot be extracted
in the absence of circumstances where the compounds
should be positively or preferentially selected from the
publications in which the compounds are described in the
form of general formulas, so this cannot qualify as a cited
invention.
70

Decision
“Exhibit Ko 2 describes "-NR4R5" as an alternative of
substituent group R3 at the 2-position of the pyrimidine ring
of a "particularly preferable compound" among the
compounds represented by general formula (I) of Exhibit
Ko 2, and also describes "methyl group" and "alkylsulfonyl
group" as an alternative for R4 and R5. Plaintiffs did not
particularly argue however, that there are numerous
alternatives of R3 in "particularly preferable compound" of
Exhibit Ko 2, and the number is at least 20 million. The
compound where R3 is "-NR4R5, and R4 and R5 are
"methyl" and "alkylsulfonyl" is one alternative among 20
million or more.”
71

Decision
“Further, Exhibit Ko 2 not only describes "particularly preferable
compound" but also "particularly extremely preferable compound," which
fails to describe "-NR4R5“ as an alternative of R3.
Furthermore, Exhibit Ko 2 describes Working Example 8 (R3 is methyl),
Working Example 15 (R3 is phenyl), and Working Example 23 (R3 is
phenyl) as working examples of the compound having the same structure
as the Exhibit Ko 1 Invention in X and A of the general formula (I) of
Exhibit Ko 2. It fails to describe "- NR4R5" for R3.
Consequently, although Exhibit Ko 2 describes an alkylsulfonyl group, it is
impossible for a person ordinarily skilled in the art to find from the
description of Exhibit Ko 2 any circumstances where "-NR4R5" is
positively or preferentially selected as R3 of the general formula (I) of
Exhibit Ko 2. It is difficult to find any circumstances to select "-NR4R5,
and further select "methyl" and "alkylsulfonyl" for R4 and R5.”
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Decision

“Therefore, it cannot be seen that the technical idea of changing the group
at the 2-position of the pyrimidine ring into "-N(CH3)(SO2R')" may be
extracted from Exhibit Ko 2. It cannot be said that Exhibit Ko 2 describes
the structure according to the above difference (1-i). The combination of
the Exhibit Ko 1 Invention with the Exhibit Ko 2 Invention may not result in
the structure according to the difference (1-i)
of the Invention.”

73

Comment
This judgment does not directly indicate exclusion of
"hindsight". However, the judgment clarified that it is
difficult to extract a specific technical idea out of enormous
choices of more than 20 million ideas unless there are
special circumstances.
Therefore, this view denies a method for extracting a
specific technical idea easily by knowing the constitution of
the present invention and so, there is a point in common
with the idea of exclusion of "hindsight".
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～Thank you for listening.～
～
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